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£ Application No. 10/767675 Amendment 

g Pa B* 6 Attorney Docket No. S63.2B-10813-US01 

yj Amendments To The Drawings: 

CO The attached three sheets of drawings include changes to Figures 1 and 2, and new 

Figure 13. The first sheet includes amended Figure 1 and replaces the original drawing sheet that 
included the previous version of Figure 1. The second sheet includes amended Figure 2 and 
replaces the original drawing sheet that included the previous version of Figure 2. The third 



{J5 sheet includes Figure 13, and is a new sheet. The specific changes to the drawings are discussed 

|£j in the Remarks section of this Amendment 
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! Remarks 

This Amendment is in response to the Office Action dated January 4, 2007. 
Claims 1-57 are pending in this application. Claims 27-57 have been withdrawn from 
consideration. The Office Action rejected claims 1-3, 5, 6 and 14-17 under 35 USC § 102 over 
Follmer (US 5728065); rejected claim 4 under 35 USC § 103 over Folimer in view of Jacobseu 
(US 20030069522); rejected claims 7-1 1 under 35 USC § 103 over Follmer in view of Ellis (US 
6395008); rejected claims 12 and 13 under 35 USC § 103 over Follmer in view of Ressemann 
(US 5921958); rejected claim 18 under 35 USC § 103 over Follmer in view of Gambale (US 
6447522); rejected claims 1 9 and 20 under 35 USC § 103 over Follmer in view of Cathcart (US 
5951585); rejected claims 21 -24 under 35 USC § 103 over Follmer in view of Imran (US 
5766203); rejected claims 25 and 26 under 35 USC § 103 over Follmer in view of Feingold (US 
61 62229); and objected to the drawings. 

By this Amendment, claims 1, 2, 6, 7, 16 and 25 are amended and withdrawn 
claims 27-57 are cancelled without prejudice or disclaimer. Applicants reserve the right to 
prosecute all cancelled subject matter in a subsequent patent application claiming priority to the 
immediate application. Support for the amendments can be found at least in the specification at 
page 9, lines 7-15; page 1 1, lines 6-10; and page 12, lines 6-9; and in Figure 2. The specification 
and the drawings am amended to obviate the Office Action's objections. Figure 13 has also been 
added. Reconsideration in view of the above amendments and the following remarks is 
respectfully requested. 

Title 

Applicants have noted a potential error in the title of the application. The correct 
title is "Catheter Tip." However, the title is misspelled as "Catherter Tip" in some USPTO 
documents. For example, the published application - US 2005/0171591 - includes the 
misspelled title. A printout from the Patent Application Infonnation Retrieval (PAIR) system 
attached to this Amendment also includes the error. Applicants request that the Examiner correct 
the problem, or alternatively provide guidance as to which USPTO department the Applicants 
should contact. 
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i Drawings and Specification 

The Office Action objects to the drawings for not including reference characters 
38 and 42, which are mentioned in the specification, and for including reference character 1 8, 
which was not included in the specification. 

Amended Figures 1 and 2 are submitted herewith. Reference character 38 is 
added to Figures 1 and 2, and reference character 42 is added to Figure 2. 

The specification is also amended to refer to the lumen 1 8 that extends through 
the catheter shaft 12. A person of ordinary skill in the art would recognize that reference 
character 18 identifies a lumen in Figures 2 and 3 as filed. Therefore, the addition to the 
specification does not comprise new matter. The amendments are believed to obviate the 
objections. Accordingly, Applicants request withdrawal of the objection to the drawings. 

Figure 13 

New Figure 13 is also added by this Amendment. This Figure was inadvertently 
omitted from the original application. 

Applicants previously attempted to add Figure 13 in the preliminary amendment 
filed February 20, 2004 7 wherein the application was given a new filing date because Figure 13 
was treated as new matter. Applicants believe that Figure 13 is fully supported by the original 
application, and subsequently filed a request to correct the filing date. In the Petitions Decision 
mailed April 14, 2005, the filing date was reset to January 29, 2004 and it was indicated that 
Figure 13 would not be entered. In a subsequent teleconference with Applicants' undersigned, 
representative, the petitions attorney advised that Figure 13 should be added by amendment 
before the Examiner. 

Figure 13 is fully supported by the specification as originally filed (see page 5, 
lines U - 12 and page 12, lme21 - page 13, line 2). Each part of the structure shown in Figure 
13 is shown in other Figures of the application (for example, see Figure 2). Figure 13 contains 
only two reference numerals not shown in the other Figures, namely reference numerals 66 (first 
free end) and 68 (second free end). Description of the first free end 66 and second free end 68 
may be found in the specification at page 12, lines 23 - 24. 

Applicants request that if the Examiner believes any part of Figure 13 would be 

i 
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new matter, the Examiner contact Applicants' undesigned representative to discuss the issue. 

Claim Rejections - Independent Claim 1 

The Office Action rejected claims 1-3, 5, 6 and 14-17 under 35 USC § 102 over 
Follmer. The Office Action also rejected, under 35 USC § 103, various dependent claims over 
Follmer combined with other references as listed in the first paragraph of the Remarks section on 
page 7. 

Claim 1 has been amended and requires a Recessed portion" to be "oriented 
beneath the balloon distal cone portion." As described in the application at page 9, lines 13-15, 
such a recessed portion allows for storage of the balloon cone and provides for a lower profile 
catheter assembly. 

In rejecting claim 6, which previously included the '"recessed portion" limitation 
now included in claim 1 , the Office Action ched to Follmer Figure 2, and seemed to assert that 
the "recessed portion" limitation was met by the area occupied by marker ring 124. See Office 
Action at page 3, paragraph #7. Follmer Figure 2 is provided below. 




From Figure 2, it is clear that the area occupied by the marker ring 124 does not 
comprise a recess that is "oriented beneath the balloon distal cone portion" as required by claim 
1 : The area occupied by the marker ring 124 is offset from the balloon along the length of the 
catheter. 

i Follmer does not disclose or suggest a recess oriented beneath the balloon distal 

cone portion. Thus, Follmer does not disclose or suggest all of the limitations of independent 
claim L Therefore, Applicants assert that claim 1 is patentable over Follmer under 35 USC § 
102. Claims 2, 3, 5, 6, 14, 15 and 17 depend from claim 1 and are patentable over Follmer for at 
least the reasons discussed with respect to claim 1. Accordingly, Applicants request withdrawal 

i 
i 

I 
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of the rejections under 35 USC § 102. 

The rejections under 35 USC § 103 are traversed, however, claim 1 has been 
amended for the purpose of furthering prosecution. The amendment is believed to render the 
rejections under 35 USC § 103 moot. The references applied under 35 USC § 103 do not 
provide a teaching that would motivate a person of ordinary skill in the art to modify Follmer in a 
way that would create a recess oriented beneath the balloon distal cone, as required by claim 1 . 
The dependent claims rejected under 35 USC § 103 are patentable over the applied references for 
at least the reasons discussed with respect to claim 1, Accordingly, Applicants request 
withdrawal of the rejections under 35 USC § 103. 



Claim Rejections - Independent Claim 16 

The Office Action rejected previously dependent claim 16 upder 35 USC § 102 
over Follmer Claim 1 6 has been rewritten in independent form and amended to specify that the 
"entrained stiffening fibers" are "selected from a group consisting of carbon fibers, 
polypropylene fibers and polyolefin fibers." 

The Office Action asserts that the reinforcement ribbon 1 14 of Follmer meets the 
limitation of "entrained stiffening fibers " See Office Action at page 4, paragraph #9 and 
Follmer Figure 2, provided below. Follmer teaches that the reinforcement 1 14 will usually be a 
stainless steel ribbon. See column 7, lines 10-13 . 




Follmer does not disclose or suggest any of the specific types of fibers recited in 
the claim 7 namely carbon fibers, polypropylene fibers or polyolefin fibers. Further, a person of 
ordinary skill in the art would understand "entrained sti ffening fibers" to mean something other 
than a "stainless steel ribbon 15 as taught by Follmer. Additionally, the rejected claim recites 

"fibers" in plural, and the single reinforcing ribbon 114 of Follmer does not meet the plural 

i 
t 

♦ 
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requirement. 

Therefore, Applicants assert that Follmer does not disclose or suggest all of the 
limitations recited in claim 16, and that claim 16 is patentable over Follmer under 35 USC § 102. 
Accordingly, Applicants request withdrawal of the rejection of claim 16. 

Claim Rejections - Independent Claim 25 

The Office Action rejects claims 25 and 26 under 35 USC § 103 over Follmer in 
view of Feingold These rejections are traversed. 

Claim 25 has been rewritten in independent form, and has further been amended 
to specify that the claimed "shaped portion" is "oriented beneath said balloon." 

Feingold teaches a device for injecting an intraocular lens that includes a 
deformable tip. Feingold teaches a number of possible cross-sectional shapes for the tip. See 
column 9, lines 40-57, and Figures 17A-17G, provided below. 

® © A Vk 

FiG.TTA FfGJTB FtG.fTC F1G-I7D 

<h 0 0 

FIG.t7E FI&tTF FSG~*7G 

Feingold does not discuss benefits of the various cross-sectional shapes, and 
further does not provide any motivation for choosing one particular shape over the others, except 
for a statement that in a most preferred embodiment, the cross-sectional shape of the tip is the 
same as the delivery passageway of the device. See column 7, lines 1-8. 

The Office Action asserts that Feingold teaches that the triangular shape allows a 
smaller profile tip to be employed Applicants are unable to find such a teaching in Feingold. 
Further, the Feingold tips are deformable, and therefore are less likely to damage an intraocular 
lens. See e.g. column 2, lines 47-58. Because the Feingold tips are readily deformable, the 
specific cross-sectional shape is not critical, as external loading will change the shape. 

Even if Feingold did include the teachings asserted in the Office Action, it is 
unclear how the existence of a triangular tip in an intraocular lens injecting device would 
motivate a person to modify the Follmer balloon catheter. Further, claim 25 now requires the 

i 
i 
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"shaped portion" to be oriented beneath the balloon. Feingold does not provide any motivation 
to modify Follmer in a way that would result in a device meeting the limitations of cJaim 25. 
Therefore, Applicants assert that independent claim 25 is patentable over Follmer in view of 
Feingold. Claim 26 depends from claim 25 and is patentable over Follmer in view of Feingold 
for at least the reasons discussed with respect to claim 25 . Accordingly, Applicants request 
withdrawal of the rej ections. 

Conclusion 

Based on at least the foregoing amendments and remarks, Applicants respectfully 
submit this application is in condition for allowance. Favorable consideration and prompt 
allowance of claims 1-26 are earnestly solicited. 

Should the Examiner believe that anything further would be desirable in order to 
place this application in better condition for allowance, the Examiner is invited to contact 
Applicants' undersigned representative at the telephone number listed below. 

Respectfully submitted, 

VIDAS, ARRETT & STEINKRAUS 

Date: April 4, 2007 

6109 Blue Circle Drive, Suite 2000 
Minnetonka, MN 55343-9185 
Telephone: (952) 563-3000 
Facsimile: (952) 563-3001 

£\wpwoik^gl\i0813ws0)_ajnd_2O0701 1 l.doc 

i 

i 




PAGE 13f 1 7 * RCVD AT 4/4/2007 4:22:07 PM [Eastern Daylight Time] « SVR:USPTO-Ef XRF-2/1 1 * DNIS:2738300 * CSID:952 563 3009 * DURATION tmm-ss):04-38 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 



Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ skewed/slanted IMAGES 



III COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

\L LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



BEST AVAILABLE IMAGES 




